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'Tiled 07/12/2000 
Kenny Clamp (Reissue) 

APPEAL 

Wayne Robinson is the sole inventor in this invention. This application has not been assigned. This is the 
first and only appeal. There are to applicant's knowledge one related case, that is, the U.S. Patent to 
Robinson, titled "Kenny damp", 5,912,434, wherein this case is a Reissue thereof There has also been no 
Declaration of Interference 
STATUS OF CLAIMS 

Claims 1-7 are allowed, Claims 8-1 1 are finally rejected under 35 USC 251. Claims 8-1 1 are also not in proper 

form. 

SI JMMARY OF THE INVENTION 

The invention is directed to a "Kenny Clamp", whose function is to bond a grounding electrode conductor 
to the enclosure of a service box or other service equipment ,in accordance with the requirements of the 
National Electric Code. The Code, Article 100, pg 70-29 defines the grounding electrode conductor as the 
conductor used to connect the grounding electrode to the equipment grounding conductor, to the grounded con- 
ductor, or to both, of the circuit at the service equipment or at the source of a separately derived system. 
As shown in Fig's 1 and 2 of this application, 1 is the grounding electrode conductor, connected to 2, the 
grounding electrode, 4 is the panel board of the service equipment and 14 is the press sleeve of copper 
or aluminum which clamps around the conductor The essence of this invention is the superior bonding 
created by clamping the conductor in the sleeve of defined geometrical shape so that good, continuous 

metallic connections are assured throughout the grounding system. The result of this type of clamp and 

of 

JJltf similar metal conductors is that in the evert ground fault current, there would be no burn off of the conductor. 
ISSUE 

Is the rejection of Claims 8-1 1 under USC 25 1 as being an improper recapture of broadened subject matter, 


surrendered in the application for patent, now U.S. Pat. 5,912,434, a valid rejection? 
fiR f)I TPTNG OF CLAIMS 

Not applicable. 
ARGUMENT 

Independent Claim 8 in the Reissue application recites: 
b) said enclosure having an inlet in which a metal press sleeve connector can be affixed, 
d) said sleeve beinginthe form ofacylinder having an extension that threads into said inlet of ^enclosure, 
sounder having spaced mdents, said c«^«— i^.tai«lfc^«^' m 
and another arm having a corresponding groove, said pHer graspmg said sleeve at said spa<^ indems to compress 

said sleeve. 

Claim 1 in the Reissue applcation as well as in U.S. Pat. 5,912,434 recites; 

d) said sleeve being in the form of a runnel having a lower bleated narrow end and a wider upper end having a 
cylindrical extension that threads into said inlet said inclosure, said funnel having a threaded exterior surface and 
said compression means includes a threaded ring having an interna, diameter that corresponds to that of said narrow 
bifurcated end, said ring being rotated so as to compress ^d bifurcated end of said funnel around said conductor. 

While it is true that in the claims of the patent application, a compression means in the form of a long handled 
plier was claimed, such recitation was recited in assocation with a metal press s«eeve connector and not with the 
structure of the connector now claimed in Claim 8 or the Reissue application, namely a cylinder. 

The Examiner states that Claim 1 of the patent was subsequently allowed because it incorporated in original 
Claim 1, that the sleeve was in the form of a funnel having a lower bifurcated end and a wider upper end. The 
Examiner then concludes that since Claim 8 is broader than than patented Claim 1 , it is accordingly rejected. The 
Examiner, as stated above, considers that the Claims 8-1 1 under 35 USC 251 are an improper recapture of broadened 
subject matter surrenedered in the application for patent. 

Applicant traverses this argument and states that this interpretation is a misreading of USC 251, which states: 

(SeeMPEP 1401, Reissue) 

Whenever any patent is through error without any deceptive intention, deemed wholly or partly inoper- 
ative by reason of a defective specification or drawing, or by reason of the patentee claiming more or less than he 
has a right to claim in the patent, the Commissioner shall, on the surrender of such patent and the payment of the 


the applcation for reissue. 

Under MPEP 1402 one of .he reasons for reissue is, if the apptan. believes his churns are .00 narrow .If 

0 .^* ^ ^^ii^>^*«^^"-■** , -* ,, * i, "■ b •"■*■ 
CU.ttat.ld-. application, direct ,o a meulsteevecnneco, in Reform of. cUnoer has neve, been 

2 and 3 of the Drawings) No new matter is involved. 

To supper, Exatniner-s position, Ball Corp. v. United State,, 221USPQ 289, 295 was cited. In effect, «. 
Court sUUed: "The recaptiue „de bars the pau»ee from acouiring mrough reissue, chums that are .he same or 
broader scope than .hose claims thai were canceled 60m the original application" 

Claim 8 and depend- claims 9-1 1 were ne«r in the original paten, applcation. Ironkally, in reuospect. 
Claim— as oirigin* Cairn 1 claming broadly a m«al sleeve corner shodd neve, have been canceled in 
view of me prior art. At the time applicant « negotiating with , prospective licensee and was anxious .0 show 
the license, that he was gating a patent Unfortunately, the negotiations were no. success*, anyway. 

TheExanuner also cited HesKr Industiies v. Stein, USPQ24 1641 amd In Re Clemem 45 USPQ2d 1 161. 
In Hester applicant ohained a patent for a food cooker based on claims that the cooking system cooks 
soldy witi. steam and tha, .he sysfcm tad*, two sows of steam, nodes for retea-g steam inside said nouang, 
one comprising a steam generator supplying supplement steam h»o said housing a. s»d nozzles located .herein- 
side to.uintam.he atmosphere together witi. the otheraeamsou.ee a, near .00* l^dhy »d a. a pressure a!,ove 
atmospheric, and .he other source of steam comprisbg a poo. of water within said housing with heaing me»* for 
boihng the waur to crsat. steam. The Examiner Kjected all the rf^.- 

Board aUowed his cUnms and a p^en, was issued. Subsequemly Hester filed for two Reissue Patents alleging that 
me chums were drawn too narrow* on .he basis of attorney error The issues were motivate b, . competitor, 
Stein, who was in .he process of developing a competing cooker. In .he Reissue pa.«s cooking selely witi, oeam 
and two sources of swam were totally absenl from Ihe claims. 

The court said. -In effect Hester, through eight years of reissue proceedings prosecuted the original appli- 
ed anew, thi, time placing greuer emptasis on .spec* piously incwded in me original claims and removing 


repeaedly relied on <o M^* * P*r " - -«*>—"-»—*'» * 

aWty of the invention. The realm of cordons within USC 231 does no. Mud. recapwring surrcnd^ed subject 
matter without the addition of materialry-narrowing hmitations." 

This case distinguishes from Hester in that the suture allowed in the claim of the paten,, namely . connector 
in the form of a tunnel wHh a bifurcaud low* end and a wid« upper end was no. described as critical and v«y 

material .0 ft. payability. * ** * P— 5 - 912 - 434 ' *■* *"*" ' 
in the form of a cylinder, a rnaerially narrowing limtaion as comr»red .0 a menu sleeve connector. 

I. dement applicant had ottamed a pafcnt directed .0 prccess chum, for a meUK-d, .reading a n»*ure of prin.ed 
and comaminaed waste paper in order . produce a pulp for use in * nurture of paper and paperboards, said 
waste paper containing contaminants including stickies, 

The court analyzed application of the recapture rule into a series of steps; 

1. first step is to determine whether and in what aspect the reissue claims are broader than the 
patentees. The court concluded that the board did note, 
from the patent claims. 

2. The second step is to determine whether the broader aspects of the reissue claims relate to surrendered 
subject matter.ln this regard the court looks to toia^******^**^^*" 
effort to overcome a prior art rejection. Although the recapture rule does not apply in the absence of evidence that 
the applicant's amendment was not in fact patentable, the court may draw inferences from changes in claim scope 
when other reliable evidence of applicant's intent is not available. 

3 . Once it is determined that an applicant has surrendered the canceled or amended claim, it must then be 
determined whether the surrendered subject matter has crept into the reissue claim By comparing the reissue 
claim with the canceled claim, it can be ascertained whether the surrendered subject matter has crept into the reissue 
claim. If the scope of the reissue claim is the same or broader than that of the canceled claim, then the patentee is 
clearly attempting to recapture surrenederd subject matter, and the reissue claim is therefore unallowable. 
4. In summation, the court established the following principles: 

(1) if the reissue claim is as broad or broader than canceled or amended claim in all aspects, the 

recapture rule bars the claim. 

(2) if it is narrower in all aspects, the recapture rule does not apply, but other rejections are possible. 


(3) Ifthe reissue claim is broader in some aspects, but narrower in others then (a) ifthe reissue claim is 
as broad or broader in an aspect germane to a prior art rejection but narrow in another aspect unrelated to the 
rejection, the recapture rule bars the claim; (b) ifthe reissue claim is narrower in an aspect germane to a prior art 
rejection and broader in an aspect unrelated to the rejection, the recapture rule does not bar the claim, but other 
rejections are possible. 

By following these steps, it is seen that the surrendered subject matter has not crept into the Reissue claim. 
For example, the cancded claim 1 recited a metal press sleeve connector. Reissue claim 8 describes the form of the 
connector as that of a cylinder. This recitation is not recapturing surrendered subject matter, since although 
such recitation was described in the specification and the drawings, it was never recited in the claims. As 
indicated in step 2, the recapture rule does not apply, if there is evidence that the original claims were not 
canceled by virute of the prior art cited. As stated above, the cancellation of broader claims in the case was 
made to get a patent as quickly as possible in the hopes of inducing a prospective licensee to sign a contract. 
Finally this case comes under the caregory of step 4, paragraph 3 (b) because the reissue claim is narrower in an 
aspect germane to a prior art rejection.^ the recitation of a metal press sleeve connector in the form of a cylinder is 
narrower than metal press sleeve connector) and is broader in an aspect unrelated to the rejection, (there is no 
recitation as in original claim 5 or claim 1 of the patent that the compression means includes a threaded ring having 
an internal diameter corresponding to the threaded exterior surface of the connector. 

CONCLUSION 

The Examiner states that the narrow scope of the claims was not an error within the meaning of USC 25 1 and 
the broader scope surrendered in the application for the patent cannot br recaptured by the filing of the present 
reissue application. The Examiner appears to ignore the fact that MPEP 1402 allows a reissue if it is determined that 
the applicant's claims are too narrow and there is a basis for allowing broader claims. This is the situation in the 
present case. It is felt that applicant has a right under USC 251 to amend his claims if there is a basis for doing so in 
the specification. As pointed out in the argument above, the recitation in claim 8 pertaining to the shape of the metal 
sleeve connector has never been in the case, nor has the Examiner even considered such form as seen by the prior art 
cited. Accordingly, a claim of this scope has never been surrendered. The rejection under 35 USC 251 is improper 
and this case should be passed to issue. 

Respectfully Submitted, 


Wayne Robinson, Applicant 
By; Robert Haiper. 

Attorney for Applicant 

Reg. No. 30,536 
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Ph. 301-572-2089; Fax-301-572-4719 
APPENDIX 

Claim 8. A device for bonding a grounding electrode conductor to the enclosure of an electric service box 
in conformance to the National Electric Code comprising: 

a) grounding electrode having a grounding electrode conductor affixed thereto, said conductor extending 
from said grounding electrode to said enclosure, 

b) said enclosure having an inlet to which a metal press sleeve connector can be affixed, said connector 
having a top and bottom with an aperture thereat for receiving said conductor, said top of said connector being 
threaded and secured to said inlet by a locked nut, said conductor having an end that passes through said 
aperture in said top and being fastened to a bust bar in said enclosure, 

c) compression means for clamping and securing said grounding electrode conductor to said metal said sleeve 
in electrical contact at the region of clamping, 

d) said sleeve being subsatantially in the form of a cylinder having an extension that threads into said inlet of 
said enclosure, said cylinder having spaced indents, said compression means includes a long handle plier having 
one toothed arm and another arm having a corresponding groove, said plier grasping said sleeve at said spaced 
indents to compress said sleeve, 

e) said pressed sleeve and said grounding electrode conductor being rated for available fault current. 
Claim 9. A device as in Claim 8 wherein said connector and said conductor are made from a metal selected 

from copper and aluminum. 

Claim 10. A device as in Claim 8 wherein said connector and said conductor are adapted for a household or 
commercial wiring system. 

Claim 1 1 . A device as in Claim 8 wherein said sleeve has a diameter of 1/2" or 3/4", said conductor has a 
dimension within the range of #8-#2 for a 1/2" sleeve and within the range of #1-3/0 for a 3/4" sleeve. 
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